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INTRODUCTION 

 

 

Computer program has been recognised as a valuable asset for companies as 

well as individuals that create or own it. Computer program becomes a new kind 

of property that like other tangible properties is protected by law to prevent 

other people or companies from exploiting it without the permission of the 

owner of the computer program. The law that specifically deals with the 

protection of computer program is known as “the Law of Intellectual Property 

Rights”.  

 

One of the Center for Advanced Studies, Research and Development in Sardinia 

(CRS4)’s main products is computer program. It is important for the CRS4’s staff 

to know how to protect the computer program that they have created from being 

infringed by other institutions or individuals that could cause loss to the CRS4. It 

is also equally important for them to know how to avoid committing innocent 

infringement to other’s computer program that could raise a legal suit against the 

CRS4. 

 

The purposes of presenting this paper to the CRS4 are: 

1. To introduce what Intellectual Property Rights (IPR) the CRS4 will have over 

their computer program. 

2. To discuss the costs of each IPR protection toward computer program. 

 

Not all kinds of intellectual property rights could grant legal protection over 

computer program. As the purpose of this paper is to discuss the IPR protection 

toward computer program, this paper will only elaborate the kinds of IPR that 

could provide protection to computer program.  
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CHAPTER I 

 

INTELLECTUAL PROPERTY RIGHTS 

 

 

A. Introduction 

Broadly speaking, intellectual property rights (IPR) are a generic term for the 

varieties of rights which are granted by law to protect intellectual and 

creative efforts or inventions and to protect the economic investment 

involved in those intellectual efforts.1 The IPR is also recognised by the 

United Nations Universal Declaration of Human Rights, Article 27(2): 

“Everyone has the right to the protection of the moral and material interests 

resulting from any scientific, literary or artistic production of which he [sic] is 

the author”. The IPR prevents “free rider”, the person who ‘steals’ a reward 

that belongs to the original author or inventor.2 Thus, the IPR is important for 

reasons both positive (encouragement and reward of creative effort) and 

negative (penalising those who ‘harvest without planting’). 

 

This chapter will discuss kinds of intellectual property rights (IPR) recognised 

in the world, as now the protection of IPR has been standardised globally 

through the adoption of the 1967 Convention Establishing the World 

Intellectual Property Organisation (WIPO) and the 1993 Trade Related 

Aspects of Intellectual Property Rights (TRIPs) Agreement.3  

 

 

 

                                                 
1
 McKeough, Jill and Stewart, Andrew, Intellectual Property in Australia, (Australia: Butterworths, 1997) 

at 1  
2
 McKeough, Jill and Stewart, Andrew, above n1 at 17 

3
 McKeough, Jill and Stewart, Anderew, above n1 at 2 -3 
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B. Discussion 

The 1967 WIPO Convention establishes types of intellectual properties that 

are protected by law.  Article 2(viii) of the Convention defines ‘intellectual 

property’ to include: 

1. literary, artistic and scientific works, 

2. performances of performing artists, phonograms and broadcasts, 

3. inventions in all fields of human endeavour. 

4. scientific discoveries; 

5. industrial designs; 

6. trademarks, service marks, and commercial names and 

designations; 

7. protection against unfair competition; 

and all other rights resulting from intellectual activity in the industrial, 

scientific, literary or artistic fields.4 

 

 

The 1993 TRIPs Agreement does not give any definition of what ‘intellectual 

property’ is, but it indicates rights that member countries should grant to the 

owners of intellectual property. The categories of rights of intellectual 

property recognised by the TRIPs Agreement are: 

1. copyright and related rights 

2. patents 

3. trademarks 

4. industrial designs 

5. layout designs of integrated circuits 

6. trade secret /undisclosed information 

7. geographical indications.5 

                                                 
4
 McKeough, Jill and Stewart, Anderew, above n1  at 2 

5
 Part II of the TRIPs Agreement 
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Not all the intellectual property rights written above could grant legal 

protection over computer program. As the purpose of this paper is to discuss 

the IPR protection toward computer program, this paper will only elaborate 

the kinds of IPR that could provide protection to computer program with an 

additional explanation of how to protect silicon chip or semiconductor. 

 

 

1. Copyright 

Copyright conveys a concept that an author or creator should have the 

monopoly right to exploit his work without others being allowed to copy 

that creative, intellectual works. Copyright recognises the economic right 

and moral right of an author. The economic right gives an author 

monopoly right to commercially exploit his works, such as, to sell, rent, 

publish, copy, broadcast and perform his works. The moral right gives an 

author the paternity right, the right to be recognised publicly as the 

creator of the work, and the integrity right, the right to prevent distortion 

or mutilation of his work.6 While the author’s economic right of his work 

could be transferred or sold, the author’s moral right remains with the 

author and cannot be transferred or sold.7 Copyright lasts until the death 

of the author, plus 50 years following his death. 

 

Copyright gives protection toward certain literary and artistic works, such 

as: literary, art, drama, music, films, sound-recordings, television, 

broadcasting, folklore, and maps. In the late 1980s, many countries in the 

                                                 
6
 McKeough, Jill and Stewart, Anderew, above n1 at 126 

Dillon, John, Property vs. Freedom: Beyond Copyright, Paper presented in the Sixth Conference on 

Computers, Fredom, and Privacy in 1996 http://www.swiss.ai.mit.edu/projects/mac/cfp96/newsletter/ 

tutorial-rose.html at 2 
7
 McKeough, Jill and Stewart, Anderew, above n1 at 126 

Dillon, John, above n6  at 2 

Kerr, Philip B., Computer Software Law in Canada (Law Office of Philip B. Kerr, 1996-2000)  

http://www.trytel.com/~pbkerr/computer.html <http://www.trytel.com/%7Epbkerr/computer.html> at 2 
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world also started granting copyright protection toward computer 

program over the arguments that computer program does not have the 

characteristics of being literary or artistic.8  

 

Copyright protection arises automatically once a work has been expressed 

in a tangible medium or in a material form.9 There are no formal 

requirements to obtaining copyright protection, which means that there is 

no procedure for registering the work to get copyright protection.10  

 

Copyright does not exist in idea or in information, it only exists in and 

protects the concrete form in which it is expressed. If one person 

independently creates a work and arrives at the identical result to other 

works, then there is no breach of copyright.11  

 

There are limits to copyright protection. Under the doctrine of fair use, the 

law normally allows certain use of works by others without the need to 

get permission (a license) from the owner of copyright. Fair use is allowed 

among others, for the purpose of the advancement of education, research 

or study. However, sufficient acknowledgment to the author or owner of 

the work must always be made.12 

 

 

                                                 
8
 See the case of the Computer Edge Pty Ltd v. Apple Computer Inc. (1986) 161 CLR 171  

McKeough, Jill and Stewart, Anderew, above n1 at 122, 143, 144 
9
 Field, Thomas G., Copyright for Computer Authors (Franklin Pierce Law Center, 1996-1999) 

http://www.fplc.edu/tfield/cOpySof.htm at 1  
10
 McKeough, Jill and Stewart, Anderew, above n1 at 125 

11
 McKeough, Jill and Stewart, Anderew, above n1 at 131,  

Tysver, Daniel A., Why Protect Software Through Patents (Beck & Tysver, 1996-2000) 

http://www.bitlaw.com/software-patent/why-patent.html at 1 

Software Protection http://www.wsrgm.com/software.html at 3 

Field, Thomas G., above n9  at 2  
12
 McKeough, Jill and Stewart, Anderew, above n1 at 210-11 

Field, Thomas G., above n9  at 2  
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2. Patent 

A patent is an exclusive right granted to an inventor to exploit his 

invention for a limited period, in return for which the inventor must 

publish details of his invention to public.13 A standard patent gives an 

exclusive right to an inventor for 20 years, while a petty patent, which is 

granted to a simple, small-scale invention, gives an exclusive right to its 

inventor for 5 to 6 years. Thus, the exclusive rights granted by a patent 

entitle an inventor or a patent owner to economically exploit his invention 

and receive royalties from others who also use his invention. The patent 

period, which is 20 years for a standard patent and 5 years for a petty 

patent should have allowed the inventor to make profit out of his 

invention and thus allows him to get what is called, Return of Investment 

(ROI). When his patent right expires, his invention falls into public 

domain.  

 

Unlike copyright that arises automatically once a work is created, patent  

right on an invention must be obtained through a registration in a patent 

office. The application process to obtain patent for an invention from a 

patent office will involve examination process conducted by the office to 

determine whether the invention is qualified for patent protection. 

 

An invention that can be protected by patent could be in the form of a 

product or a method or process.14 However, to qualify for patent 

protection the invention must be new, useful and non-obvious.15  

 

                                                 
13
 McKeough, Jill and Stewart, Andrew, above n1 at 5 

Colin Golvan, An Introduction to Intellectual Property Law (Sydney: The Federation Press Pty Ltd, 

1992) at 70 
14
 Colin Golvan, above n13  at 71 

15
 Tysver, Daniel A., Patent Requirements (Beck & Tysver, 1996-2000) http://www.bitlaw.com/patent/ 

requirements.html at 2 
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In order for an invention to be patentable, it must be new. This newness 

(novelty) requirements states that an invention cannot be patented if it has 

been disclosed or is made known to the public before its inventor seeks 

patent protection on the invention.16 

 

An invention must also be useful to get patent protection. In patent law, 

the term ‘useful’ means that an invention has useful purposes and is 

operative, in other words, the result claimed in that invention is capable of 

being achieved by following the instructions in the specifications. Thus, a 

machine which will not operate to perform the intended purposes would 

not be called useful and therefore is not patentable.17 

 

Besides being novel or new and useful, an invention needs to be non-

obvious to be patentable. The non-obviousness is determined by deciding 

whether an invention sought to be patented would have been obvious “to 

a person skilled in the relevant art”.  The determination of non-

obviousness is made by comparing the invention to the prior art and 

deciding whether the differences in the new invention would have 

involved an “inventive step” that is non-obvious to a person skilled in the 

type of technology used in the invention. Thus, simply exercising tenacity, 

skill and managerial efficiency in order to achieve a known goal using 

familiar theory and practice towards that end, is not inventive. For 

example, it is obvious to recombinant pieces of software as a means of 

producing a new computer program.18 

 

 

                                                 
16
 Tysver, Daniel A., Patent Requirements above n15   at 3 

17
 Tysver, Daniel A., Patent Requirements above n15  at 3 

McKeough, Jill and Stewart, Andrew, above n1 at 307 
18
 Tysver, Daniel A., Patent Requirements above n15  at 3 

McKeough, Jill and Stewart, Andrew, above n1 at 303-305 
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3. Trade Secret/Undisclosed Information 

Although patent could give legal protection to an invention, an inventor 

may choose not to patent his invention or idea for a number of reasons, 

such as, the time and high cost of the patent application process; the need 

to disclose a confidential information as part of the patent application 

process that could cost a trade secret; the loss of exclusive right over an 

idea or invention after the expiry of patent period because the invention 

will fall to public domain. If this choice is made, the inventor may wish to 

keep the invention or idea secret and rely on the trade secret protection to 

protect his invention or idea. 19 

 

The range of information or ideas protected by trade secret is wide, 

including: 

- ideas in their protean form (discoveries, plans or suggestions which 

are held in someone’s head but are not yet fully worked out or 

produced in material form); 

- unpatented or unpatentable inventions (products or processes which 

cannot be patented for lack of some characteristic such as novelty, in 

the sense of not being the first to invent or the first to file); 

- an invention which, although not novel, has been kept relatively secret, 

such as the source code of a computer program; 

- technical know-how (accumulated knowledge often gathered by trial 

and error to determine which process works and which one does not); 

- confidential customer requirements.20 

 

In order to obtain trade secret protection, unlike patent where registration 

is required, there is no registration required to obtain trade secret. 

                                                 
19
 McKeough, Jill and Stewart, Andrew, above n1 at 67 

20
 McKeough, Jill and Stewart, Andrew, above n1 at 60, 61, 66 
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Whether an invention or information constitutes a trade secret is totally 

within the control of the inventor himself.21 Trade secret protection lasts 

forever as long as the owners maintain the secrecy of their trade secret 

information and prevent it from falling into public knowledge. 

 

The TRIPS Agreement also provides protection for undisclosed 

information or trade secret. To be protected by trade secret, Article 39(2) 

requires that such information: 

- be secret, in the sense that it is not generally known among or readily 

accessible to persons within the circles that normally deal with the 

kind of information in question. It must be in some degree original or 

novel and not commonly known in the industry. 

- have commercial value because of its secrecy. It must be both valuable 

to the owner of the trade secret and be of value to the recipient. The 

value could be measured in terms of the time and money required to 

develop the trade secret.22 

- have been subject to reasonable steps by its owners to keep it secret. In 

practice, various measures have been recommended in this regard. 

They include, but are not limited to the following: 

� The existence of agreements setting forth the confidential 
relationship of the parties to whom the trade secret is disclosed.  

� The limited access to designated areas in which confidential 
information is contained.  

� The disclosure of the existence of confidential information to all 
prospective employees.  

� Check in and check out procedures for all visitors to a physical 
site on which confidential information or trade secrets are 
contained.  

                                                 
21
 Deutsch, Dennis S., Trade Secret Protection for Software (Computer Forensics Online) http://www.shk-

dplc.com/cfo/issue 1/secret.html at 1 
22
 Deutsch, Dennis S., above n21 at 1  
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� Periodic memoranda reminding employees of their obligations 
not to disclose confidential information.  

� Limited access to computer programs which are confidential in 
nature.  

� Careful storage of all confidential information including source 
code.  

� Proper disposal through the use of paper shredders of all 
confidential information.  

� An exit interview with all employees leaving the company of 
the employer and reminding them of the existence of their 
obligation to maintain confidentiality with respect to trade 
secrets and the obligation to return to the employer all 
confidential information.  

� The labeling of all confidential information as being "secret", 
"confidential" or "proprietary."23 

Article 39(2) of the TRIPS Agreement also holds third parties liable for 

breach of trade secret if they know or are grossly negligent in not knowing 

that such information has been obtained dishonestly or in a manner 

contrary to honest commercial practices. 

The remedies available for trade secret misappropriation include: 

injunctive relief, damages, and provisional relief to prevent infringement 

and to preserve evidence (could be in a form of ex parte seizure24). 

 

 

4. Layout designs of integrated circuits 

Layout designs of an integrated circuit (IC) refers essentially to the 3-

dimensional disposition of the elements and interconnections making up 

an IC. In simple terms, an IC is an electronic circuit in which the elements 

of the circuit are integrated into some medium and function as a unit. In 

present practice, the medium used is a solid semiconductor, usually 

                                                 
23
 Deutsch, Dennis S., above n21 at 1 

24
 Halligan, Mark R., International Protection of Trade Secrets (2000) http://execpc.com/~mhallign/ 

intern.html  <http://execpc.com/%7Emhallign/intern.html> at 1 
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silicon. The manufacturing technology allows the circuit to be integrated 

into a piece of silicon which is small and thin, like a wafer. Such a piece of 

silicon is commonly called a “chip” or “silicon chip”. The terms 

“semiconductor” and “silicon chip” have been used synonymously with 

“integrated circuit”. Integrated circuits are utilised in many products from 

watches to televisions to traffic lights and of course computers.25 

 

The law provides protection against copying, reproducing, or 

manufacturing of original IC layout designs. A layout designs of IC will 

qualify as original if it is developed through the application of intellectual 

effort, and if it is not produced by the mere reproduction of all, or a 

substantial part, of another layout designs.26 

 

In some countries, like Canada, for the owner of an IC layout design to 

have the protection right over his IC, his IC layout design must be 

registered.27 In other countries, like Singapore, original IC layout design is 

automatically protected even without registration or deposit of IC layout 

design.28 The duration of protection of IC layout designs ranges between 

10 to 15 years from the filing date of the application for registration or 

after the first commercial exploitation. 

 

The law of IC layout design is less strict than patent law. The IC layout 

design law allows the unauthorised copying of a protected layout design 

for the sole purpose of analysis or evaluation, or for the sole purpose of 

research or teaching. The IC layout design law also allows reverse 

                                                 
25
 Basic Information on Integrated Circuits (The Intellectual Property Office of Singapore, 2001)  

http://www.ipos.gov.sg/intell/ic.html at 1 
26
 Integrated Circuit Topographies: Integrated Circuit Topographies (The Canadian Intellectual Property 

Office, 2001) http://strategis.ic.gc.ca/sc_mrksv/cipo/ict/ict_gd_ict-e.html#section01 at 2 
27
 Integrated Circuit Topographies: Integrated Circuit Topographies above n26 at 4 

28
 Basic Information on Integrated Circuits above n25 at 1 
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engineering, which is a process of decompiling an IC and prepares 

flowcharts or a description of how the IC functions and then 

independently design a new and original layout design.29  

 

The law of IC layout design only protects IC or semi-conductors or silicon 

chips and does not protect computer program and therefore, the law will 

not be discussed further in this paper. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

                                                 
29
 Basic Information on Integrated Circuits above n25 at 2 

Integrated Circuit Topographies: Integrated Circuit Topographies above n26 at 3 
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CHAPTER  II 

 

PROTECTION OF COMPUTER PROGRAM THROUGH 

INTELLECTUAL PROPERTY RIGHTS 

        

 

 

A. Introduction 

Maintaining sole ownership of the underlying design concepts of computer 

program is a matter of critical importance for software companies. In an 

industry characterised by employee mobility, relative ease of entry and short 

product life cycles, many companies rightly fear losing the ideas underlying 

their products to a competitor or an entrepreneurial employee. To preserve 

the competitive advantage gained by the enormous financial investments 

being made in computer program development, software industry generally 

attempts to use copyright law, patent law, trade secret protection, and 

sometimes trademark law to protect their programs. This chapter will discuss 

specifically the IPR that could be employed to protect computer program, 

namely, copyright, patent, trade secrets, and  trademark. 

 

 

B. Discussion 

 

1. Copyright 

Computer program is only recently protected by copyright. Countries in 

the world just started giving copyright protection to computer program in 

late 1980s. Before that, there was resentment among law practitioners as 

well as courts to include computer program in the categories of works that 

entitle copyright protection. They regarded that computer program did 
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not have the characteristics of literary or artistic works and it could not be 

expressed in a tangible/material form like other kinds of works qualified 

for copyright protection.30 

 

In response to the pressure from the United States government and many 

multinational software companies that demanded copyright protection to 

their valuable asset, i.e. computer programs, in late 1980s many countries 

in the world amended their Copyright Law to include computer program 

in their category of ‘literary work’ that affords copyright protection.  

 

Copyright over computer program arises automatically once the computer 

program has been fixed in a material form or tangible medium. There are 

no formal requirements, such as registration to obtain the copyright of the 

computer program.   

 

Although by law it is unnecessary to provide a copyright notice in a 

computer program, it is always recommended to put a notice in a 

computer program especially to secure a worldwide copyright 

protection31 and to eliminate the “innocent infringer” defense.32 The 

copyright notice is usually written in the following form: “ Smith and 

Company, 2000, All Rights Reserved”. The notice should display the 

copyright symbol , followed by the name of the owner of copyright, 

                                                 
30
 See the case of Computer Edge Pty Ltd v Apple Computer Inc (1986) 161 CLR 171. In this case, the 

High Court in Australia refused copyright protection to computer program by upholding the decision of 

the trial court which decided that computer program in object code was not literary work because it did 

not afford information, pleasure or instruction but merely drove a machine. The High Court also stated 

that computer program was not expressed in writing or print or any relevant material form, not being 

visible or otherwise perceptible and not intended to convey meaning which could be understood by 

human beings. 

McKeough, Jill and Stewart, Andrew, above n1 at 122, 143-4 
31
 Field, Thomas G., above n9  at 2 

32
Halligan, Mark R., How to Protect Intellectual Property Rights in Computer Software (1995)  

http://www.execpc.com/~mhallign/computer.html <http://www.execpc.com/%7Emhallign/computer. 

html> at 2 
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followed by the year in which the computer program was published, 

followed by the statement “All Rights Reserved” which means to cover 

both economic and moral right of the owner or author of the program. 

This notice should be displayed in such manner and location as to give 

reasonable notice of a claim of copyright in the computer program.33 

Typical locations for the copyright notice are: 

- on the software itself so it shows up when the source code is 
printed, 

- on user display screen, 
- on the software storage medium (for example, the floppy disc), 
- on the computer user manual, 
- on all printed output formats.34 

 

Copyright gives wide exclusive rights to the author or copyright owner to 

prevent others from making use of their computer programs without their 

permission. However, there are limits to copyright too. Under the doctrine 

of fair use, it is allowed for others to make partial or limited reproduction 

of computer software without the permission of the copyright owner for 

the purposes of education as well as research and the law also specifically 

permits making a backup copy of computer program. 

 

There is another limit to copyright protection because copyright does not 

protect ideas or information. It only protects expression fixed in a material 

form. Therefore, by using the clear room techniques, programmers can 

avoid of being accused of violating copyright protection on a copyrighted 

computer program. The technique involves one team that decompiles the 

computer program and prepares flowcharts or a description of how the 

program functions. A separate team, which is not provided access to the 

code, prepares independent program code based on the flowcharts or 

                                                 
33
 Kerr, Philip B., above n7 at 3 

34
 Halligan, Mark R., above n32 at 1  
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description and creates a new, independent computer program that does 

not violate the copyright of the earlier computer program.35 

 

Copyright is also not infringed in the case of a creation of a computer 

program identical to a copyrighted one, if it is in fact, independently 

created. Therefore, a practical cure for the problem of proving whether a 

computer program was in fact copied, is to implant “hidden identifiers” 

such as misspellings and useless loops or variables in the program. This 

“identifiers” will certainly show up in copies of computer programs 

which are falsely claimed to be independently created.36 

 

Another important copyright issue in computer program relates to the 

issue of “works for hire”, who owns a copyright of a computer program 

created under employment contract. Problems of ownership of copyright 

in the employment context usually involve 2 key subject matters: 

 

- Employed Programmers. Copyright in works created by regular 

employees, in pursuance of the terms of the employment contract, is 

presumed to be owned by their employers. In the absence of express or 

implied agreement to the contrary, employers own copyright to any 

work created within an employee’s scope of employment.37 

 

- Independent or Free Lance Programmers and Consultants. In contrast 

with employees, free lance programmers and consultants are 

ordinarily presumed to own copyright in their work. However, a free 

lance programmer and a party commissioning his work could make a 

                                                 
35
 Software Protection, above n11 at 3 

36
 Field, Thomas G., above n9 at 2 

37
 Field, Thomas G., above n9 at 3 
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written agreement to qualify the work as “work for hire” and therefore 

allows the commissioning party to own copyright of the work.38  

 

Employees should be subject to employment agreement in which they 

agree to maintain in confidence any trade secrets or know how in 

computer program they create. If any free lance programmers or 

consultants are used to write code, agreements should be put in place in 

which they agree to keep trade secrets or know how and to transfer all 

ownership in any copyrightable program they create.39 

 

In the United States, copyright in works for hire lasts 120 years from the 

date of creation or 95 years from the date of publication, whichever is 

shorter. For other works, the copyright extends for the author’s lifetime 

plus 50 years after his death. In the case of joint works, copyright lasts 50 

years beyond death of the last surviving authors.40 

 

Copyright in computer program may be assigned or licensed to others. All 

assignments of copyright must be in writing to be valid. In spite of the 

transfer of copyright, moral right always remains with the author of 

computer program, and cannot be sold or assigned, even when the 

copyright of the computer program has been sold or assigned; regardless 

of whether the author created the computer program under an 

employment contract or commission. 41  

 

                                                 
38
 Field, Thomas G., above n9 at 3 

39
 Software Protection, above n11 at 4 

40
 Field, Thomas G., above n9 at 4 

41
 Kerr, Philip B., above n7 at 2 
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In some countries outside Continental Europe, such as, Britain and 

Canada,42 while moral right may not be sold or assigned, it may be 

waived by the author in whole or in part. Therefore, in those countries, it 

is a common practice to require all employees who participate in the 

creation of computer software to sign a written waiver of their moral 

rights in the computer software. 

 

While it is important to protect our computer program from being 

infringed, it is also equally important for us to avoid copyright 

infringement to other’s computer program, as it could raise legal suit that 

may cost millions of dollars. The most important rule to avoid copyright 

infringement is not to copy a work in which others have the copyright 

unless we have permission. For example, clip art is sold to be copied, 

therefore we could use it even in printed works. But if the license 

expressedly forbids the digital distribution of the clip art, then we cannot 

use that clip art to liven up our web pages.43  

 

It is also important for programmers to understand that a work does not 

have to be identical to infringe copyright of an earlier work. It is enough to 

show that there is “substantial similarity” between those two works to 

establish an infringement case.44 Thus, it is an infringement to copy only 

part of a work, as long as that part is ‘substantial’. The courts primarily 

determine what the ‘substantial part’ is by referring to the quality of what 

is copied. Accordingly, infringement will be found when an important 

part of a work is used even if, in terms of quantity, that part is only small. 

Similarly, if the part copied represents the application of a high degree of 

                                                 
42
 McKeough, Jill and Stewart, Andrew, above n1 at 126 

43
 Field, Thomas G., above n9 at 5-6 

44
 Field, Thomas G., above n9 at 5 



Afif
ah

 K
us

um
ad

ar
a.

 D
O

 N
O

T 
CO

PY

 21 

skill and labour on the part of the original author, it may be regarded as 

substantial although comparatively small in quantitative terms.45  

 

 

 

2. Patent 

Patent Offices in the United States and Europe historically had been 

reluctant to grant patent on inventions relating to computer software. 

Their rationale was that patent could only be granted to processes, 

machines, articles of manufacture, and compositions of matter. Patent 

could not be granted to scientific truths or mathematical expressions of it. 

The US Patent Office used to view computer program and inventions 

containing or relating to computer program as mere mathematical 

algorithms, and not processes or machines.46 Similarly, the European 

Patent Office (EPO) also regarded computer program as non patentable 

subject matter. This view was in line with the European Patent 

Convention that excluded computer program from the categories of 

inventions. 47 

 

This view had led to rejection of a number of patent applications for 

computer program and resulted in sustained pressure from the software 

industry for reconsideration of the position. In 1985, the sustained 

pressure was successful to bring a revision of the EPO Guidelines, so that 

it now states that: 

although computer program per se are unpatentable and this 
situation is not “normally changed when a program is loaded in a 

                                                 
45
 McKeough, Jill and Stewart, Andrew, above n1 at 191 

46
 Tysver, Daniel A.,The Histroy of Software Patents (Beck & Tysver, 2000) http://www.bitlaw.com/ 

software-patent/history.html at 1 
47
 Protection Of Software Related Inventions In Europe And Japan (Ladas & Parry Intellectual Property 

Lawyers, 1996)  http://www.ladas.com/GUIDES/COMPUTER/Computer.EPOJP.html at 2 
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known computer”, if “the subject matter as claimed makes a 
technical contribution to the known art, patentability should not be 
denied merely on the ground that a computer program is involved 
in its implementation.”48 
 

Examples of what may be patentable are mentioned in the new Guidelines 

to include: “program-controlled machines and program-controlled 

manufacturing and control processes”.49 

 

In the Vicom case (1987), which related to a method of digitally processing 

images using a computer, the EPO Technical Board of Appeal held that 

technical process which was carried out under the control of a program 

(whether the implementation was in hardware or in software) could not 

be regarded as computer program per se, but should be regarded as a 

process, and therefore, should be patentable. In another case, the Koch and 

Sterzel case, the EPO Technical Board of Appeal held computer program 

that controlled the operation and supply circuit of an X-ray machine to 

ensure that the exposure parameters of the machine was not exceeded, to 

be patentable.50 

 

After the Vicom and Koch cases, the EPO, in dealing with other cases of 

computer-related inventions, holds that computer program is patentable if 

technical subject matter is present and it has a “technical character”. The 

technical character test is deemed to be met when the computer program 

has technical features for solving a technical problem.51 

 

                                                 
48
 Protection Of Software Related Inventions In Europe And Japan, above n47 at 3 

49
 Protection Of Software Related Inventions In Europe And Japan, above n47 at 3 

50
 Protection Of Software Related Inventions In Europe And Japan, above n47 at 4 

Cameron, Donald M. and Aird & Berlis, Software Related Patents: European Patent Convention (1998) 

http://www.jurisdiction.com/epc.htm at 5  
51
 Cameron, Donald M. and Aird & Berlis, above n50 at 7 
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On the other hand, the EPO will not grant patent protection to computer 

program if the program does not have a technical character because it only 

contains data processing to reproduce information. The mere processing 

of information has been held to be “mental acts” and non patentable. 

Similarly, according to the EPO, word processing, text processing, spell 

checking, proof-reading, are considered a series of mental acts and lacks 

technical significance, and hence is not patentable.52 

 

To obtain patent protection for computer program is more difficult than to 

obtain copyright protection because to obtain patent protection, computer 

program must fulfill the requirements of novelty, usefulness, and non-

obviousness (contains inventive steps), besides having to have technical 

character that includes technical process or method to solve technical 

problems. However, patent provides stronger protection than copyright. 

Unlike copyright that cannot prevent the release of an identical computer 

program, as long as it is created independently, patent can prevent against 

independent invention as well as reverse engineering. Anyone making, 

using, or selling an already patented computer program is an infringer 

although he has no knowledge of the patented computer program and 

genuinely invented his own program. Patent also protect computer 

program against reverse engineering or clean room technique.53 

 

To obtain patent, an inventor needs to register his invention in the patent 

offices of each country where he seeks patent protection. The creation of 

the Patent Cooperation Treaty (PCT) allows an inventor or programmer to 

seek patent protection for his invention simultaneously in each designated 

countries by filling only one international patent application. This 

                                                 
52
 Cameron, Donald M. and Aird & Berlis, above n50 at 6 

53
 Software Protection, above n11 at 3 

‘Clean room technique’ has been discussed in page 16 above. 
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international patent application can considerably reduce the application 

costs imposed by each country to an inventor when he directly file patent 

application in each patent office of each country.54  

 

Although an inventor has filed an international patent application under 

the PCT and obtained an “international search report” and “international 

preliminary examination report”, the granting of a patent remains the 

responsibility of the national patent offices.55 Besides that, matters related 

to an infringement and validity of a patent will be dealt with by national 

courts of each country.56 

 

Once a patent is granted by a patent office of a designated country, patent 

owner has to pay the annual fee to maintain his patent registration. With 

all these procedures of patent registration, obtaining a patent on computer 

program can be an expensive process, costing five to ten thousand dollars, 

or more. The choice of whether to pursue patent protection for computer 

program should be made by comparing the value of the program (the 

potential revenue from its distribution or sale) to the cost of the patent 

application process and the likelihood of obtaining significant patent 

protection.57 Generally, applications for patent of computer program 

should be limited to inventions of significant commercial value. If the 

commercial life of the program is only a few years, seeking patent 

protection may not make much sense because patent is designated to last 

for 20 years, not for a few years.58   

                                                 
54
 International Protection Of Industrial Property: Patent Cooperation Treaty(“PCT”) (1970) (World 

Intellectual Property Organisation) 

Basic Facts About the Patent Cooperation Treaty (PCT): The Worldwide System for Simplified Multiple 

Filing of Patent Applications (World Intellectual Property Organisation) 
55
 Basic Facts About the Patent Cooperation Treaty (PCT) 

56
 Cameron, Donald M. and Aird & Berlis, above n50 at 7  

57
 Tysver, Daniel A., Why Protect Software Through Patents, above n11 at 2 

58
 Halligan, Mark R., above n32 at 2 
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3. Trade Secret 

In the trade secret law area, the courts have long recognised and actively 

protected the right of employees to carry away and use general skill or 

knowledge brought by them to a job or acquired during the course of 

employment. Some courts also suggest that in the software industry, 

when an employee is in fact the developer of computer program 

containing a trade secret, and not merely one to whom trade secrets are 

disclosed, the employee may have as much right to the trade secret as 

does his employer.59 In the case Structural Dynamics Research Corp. v. 

Engineering Mechanics Research Corp., 401 F. Supp. 1110-12 (E.D. Mich. 

1975), the court held that the employee also had an unqualified privilege 

to use and disclose the trade secrets developed by application of his own 

skill. This case may lead to a conclusion that two employees may be held 

to different standards of non-disclosure of trade secrets with respect to the 

same product, depending upon each employee’s role in the development 

of the product.60 

 

In order to preserve trade secrets in the software industry characterised by 

employee mobility and relative ease of entry, software companies must 

follow the legal requirements to keep their trade secret programs 

protected. Firstly, the information designated to be protected by trade 

secret must not be matters of public knowledge or general knowledge in 

the software industry.61 In addition to that, the information must be in 

some degree original or novel, although the level of novelty required for 

trade secret protection is far less than that necessary for patent protection. 

In the case of computer program, it means that the program has a unique 

                                                 
59
 Lee, Gesmer T., Trade Secret Protection of Computer Software (Lucash, Gesmer and Updegrove, 2002) 

http://www.lgu.com/publications/tradesecrets/5.shtml at 1 
60
 Lee, Gesmer T., above n59 at 6 

61
 Deutsch, Dennis S., above n21 at 1 
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engineering logic and coherence, which gives it a competitive advantage 

over other computer programs.62 

 

Secondly, there must be real value to the information designated to be 

protected by trade secret. It must both be valuable to the owner and be of 

value to the recipient of the information. With respect to computer 

program, the value to both is usually measured in terms of the time and 

money required to develop the program with and without the trade secret 

information.63 

 

Thirdly and most importantly, the employer or software company must 

impose “reasonable measures” to keep their trade secret in confidence. 

Precisely what constitute “reasonable measures” in the software industry 

will vary from case to case. The most common measure is to require all 

employees, independent consultants and anyone else allowed access to 

trade secret information to execute confidentiality agreements. In the case 

Pressure Science, Inc. v. Kramer, 413 F. Supp. 618 (D. Conn. 1976), 

employer’s failure to require all employees working in a supposedly 

confidential area to sign a non-disclosure agreement had showed a lack of 

confidentiality or secrecy that was fatal to trade secret status.64 In the 

confidentiality agreement, it must be emphasised clearly to employees 

what aspect of their work are subject to confidentiality restrictions. There 

is no “implied” confidentiality in a confidential agreement, which means 

that employers cannot claim that certain processes or know-how 

constitute trade secret without expressly cover them in the confidential 

agreement. In addition to a confidentiality or non-disclosure agreement, 

employers could take additional safeguards, including “in house” 

                                                 
62
 Lee, Gesmer T., above n59 at 3 

63
 Deutsch, Dennis S., above n21 at 1 

64
 Lee, Gesmer T., above n59 at 3 
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measures, such as password access to computer programs, restricted areas 

where confidential information is located and sign-in/sign-out access to 

these areas. Employers should also exercise strict control over the contents 

of publication explaining their technology to avoid revealing their trade 

secrets.65 

 

To keep and protect their trade secret program against employees who are 

entitled to ownership of the program developed by application of their  

own skill, employers or software companies could also require employees 

or independent consultants to expressly assign all right, title and interest 

to the program to the employer.66 

 

In addition to that, when reasonable in duration and geographic scope, 

software companies could also require employees or independent 

consultants to agree on covenants not to compete, to protect such 

“legitimate interests” such as, trade secret and employer’s business 

goodwill.67 

 

 

4. Trademark 

Trademark protection provides a cost effective way to protect computer 

program internationally. It is difficult for pirates to sell illegally copied 

computer program without also using its name or trademark. The cost of 

obtaining trademark registration around the world is much less expensive 

than obtaining patents around the world.68 

                                                 
65
 Lee, Gesmer T., above n59 at 3  

66
 Lee, Gesmer T., above n59 at 6  

67
 Lee, Gesmer T., above n59 at 6 

68
 Software Protection, above n11 at 3 
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The US Patent and Trademark Office has issued a special rule which 

permits filing a photograph of computer screen for trademark registration. 

This rule is necessary because purchasers of computer programs often do 

not see the computer trademarks until the trademark comes up on the 

screen after installation of the computer program.69 

 

Icons, if sufficiently unique, may be capable of a trademark registration.70 

In most countries, trademark protection lasts for 10 years and can always 

be renewed, subject to continuous use of the trademark in the market by 

the trademark owner. 
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 Halligan, Mark R., above n32 at 2 

70
 Software Protection, above n11 at 4  
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CHAPTER  III 

 

CONCLUSION 

 

Adequate protection to computer program often involves the implementation of 

the law of intellectual property rights (IPR), namely, the law of copyright, patent, 

trade secret, and trademark. 

 

Each IPR protection can give advantages and in the same time, can incur costs to 

the owner or author of computer program. Therefore, it is important for the 

author or owner to carefully review the option of choosing an intellectual 

property protection for his computer program. The choice of whether to pursue a 

particular intellectual property protection should be made by comparing the 

value of the computer program to the cost of implementing the particular 

intellectual property right.  

 

Copyright protection on computer program can be easily obtained. It arises 

automatically once a work or a program has been expressed in a tangible 

medium or in a material form. There are no formal requirements to obtaining 

copyright protection, which means that there is no procedure for registering the 

computer program to get copyright protection. However, copyright only 

prevents copying or duplication of a work or program either completely or 

partly. Since copyright only protects expression fixed in a material form and does 

not protect ideas or information, it cannot prevent an independent creation of a 

computer program that arrives at the identical result to a copyrighted program 

(it does not matter whether the independently created program is resulted from a 

reverse engineering). 
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Patent provides stronger protection than copyright. Unlike copyright that cannot 

prevent the release of an identical computer program, as long as it is created 

independently, patent can prevent against independent invention as well as 

reverse engineering. Anyone making, using, or selling an already patented 

computer program is an infringer although he has no knowledge of the patented 

computer program and genuinely invented his own program. However, to 

obtain patent protection for computer program is more difficult than to obtain 

copyright protection because to obtain patent protection, computer program 

must fulfill the requirements of novelty, usefulness, and non-obviousness 

(contains inventive steps), besides having to have technical character that 

includes technical process or method to solve technical problems.  

 

In addition to that, to obtain patent protection, an invention must be registered in 

a patent office because patent only arises after it is granted by a patent office. 

Patent registration can be an expensive process, costing five to ten thousand 

dollars, or more. Besides that, it can take months or years to get patent approval 

from a patent office. The choice of whether to pursue a patent protection for 

computer program should be made by comparing the value of the program (the 

potential revenue from its distribution or sale) to the cost of the patent 

application process and the likelihood of obtaining significant patent protection. 

Generally, applications for patent of computer program should be limited to 

inventions of significant commercial value. If the commercial life of the computer 

program is only a few years, seeking patent protection may not make much sense 

because it will take at least two or three years for software patent to issue.71 

 

An inventor also may choose not to patent his invention or idea to avoid the 

requirement of disclosing confidential information during patent application 

process and to avoid losing exclusive right over an idea or invention after the 

                                                 
71
 Halligan, Mark R., above n32 at 2 
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expiry of patent period. To preserve his trade secret invention or idea, an 

inventor or a software developer may rely on the trade secret protection to 

protect his invention or idea. In order to obtain the trade secret protection that 

can last forever, there is no registration required.  However, to obtain the trade 

secret protection for his invention or idea, an inventor or software developer 

must always maintain reasonable steps to keep their trade secret in confidence. 

Lack of measures to keep information confidential could cause loss to trade 

secret status and make the information fall into public domain.  

 

An inventor or software developer should also consider the risks of relying 

solely on the trade secret protection. One of the risks is that when there is 

another person who can independently make the same invention as the 

invention protected by trade secret, and is able to secure a patent protection for 

his invention, thereby, could have an exclusive right to prevent others (including 

the owner of the trade secret invention) from using, making and selling the 

invention. The other risk is that the trade secret protection cannot prevent 

reverse engineering of his trade secret invention.72 
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I N D E X 
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Trade Secret/Undisclosed Information, 10 

the WIPO Convention, 4 

works for hire, 18 
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